Remarks 



Claims 1,2, 3, 4, 7, 8, 9, and 14-20 are currently amended. It is respectfully 
submitted that the present amendment presents no new matter and places this case in 
condition for allowance. Reconsideration of the application in view of the above 
amendments and the foliowing remarks is requested, 

I The Rejection of Claims 1 and 3 under 35 U.S.C. 112 
Claims 1 and 3 stand rejected stand rejected for failing to particularly point out and 
distinctly claim the subject matter which applicant regards as the invention. 
Applicants have amended claims 1 and 3. Reconsideration is urged. 

H. The Rejection of Claims 1, 3, 5, 7-18 under 35 U.S.C. 102 

Claims 1, 3, 5, 7-18 are rejected under 35 U.S.C. 102(e) as anticipated by Bylina et 
a!., U.S. Publication No. 2002/0025537 ("Bylina 8 ). 

The present disclosure relates to a method for screening polynucleotide 
sequences encoding antimicrobial polypeptides and methods for testing the antimicrobial 
activity of an antimicrobiai polypeptide. 

Claim 1, as amended, requires, inter alia, introducing a polynucleotide sequence 
into one or more host cells, wherein expression of the polynucleotide sequence is under 
control of an inducible promoter and wherein one or more of the one or more host cells 
are killed by the presence, synthesis and/or expression of the antimicrobiai peptide 
encoded by the polynucleotide sequence. Similarly, claim 3 as amended requires, inter 
alia, one or more host cells which may be killed by the presence, synthesis and/or 
expression of said one or more antimicrobial polypeptides. In other words, both 
independent claims require at least one host cell which can be killed by the presence, 
synthesis and/or expression of the antimicrobial peptide. Nowhere does Bylina describe 
such a host cell(s). Accordingly, independent claims 1 and 3, and all claims which 
depend therefrom (including rejected claims 5, 7-18) are not anticipated by Bylina. 
Reconsideration is urged. 



tit. The Rejection of Claims 1-10, 12 and 16-19 under 35 U.S.C. 102 

Claims 1-10, 12 and 18-19 are rejected under 35 U.S.C. 102(e) as anticipated by 
Stiles et a!., U.S. Patent No. 6,403,082 ("Stiles"). 

Claim 1, as amended, requires, inter alia, introducing a polynucleotide sequence 
into one or more host ceiis, wherein expression of the polynucleotide sequence is under 
control of an inducible promoter and wherein one or more of the one or more host ceiis 
are killed by the presence, synthesis and/or expression of the antimicrobial peptide 
encoded by the polynucleotide sequence. Similarly, claim 3 as amended requires, inter 
alia, one or more host ceiis killed by the presence, synthesis and/or expression of the 
one or more antimicrobia! polypeptides, in other words, both independent claims require 
at least one host cell killed by the presence, synthesis and/or expression of the 
antimicrobial peptide. Nowhere does Stiles describe such a host cell(s). Accordingly, 
independent claims 1 and 3, and al! claims which depend there from {including rejected 
claims 2, 4-10, 12, 16-19) are not anticipated by Stiles. Reconsideration is urged. 

N. The rejection of Claims 1-10, 12, and 16-19 under 35 U.S.C. 103 

Claims 1-10, 12 and 16-19 are rejected under 35 U.S.C. 103 as obvious in light of 
Stiles et al, U.S. Patent No. 6,403,082 ("Stiles"), in view of Shafikhani et al. (1997) 
("Shafikhani"). 

Stiles relates to bacteriocins capable of inhibiting the growth of bacteria along with 
methods of obtaining secretion of proteins from lactic acid bacteria, and methods for 
protecting foodstuffs, 

Shafikhani relates to a PCR based method for the generation of plasmid 
multimers that can be directly transformed in to Baciiius subtilis. Shafikhani was only 
offered by the Examiner to show used of Bacillus subtilis as a host in generating large 
libraries of mutants of the protease gene, which is actively secreted from the cell. 

The present disclosure relates to a method for screening polynucleotide 
sequences encoding antimicrobial polypeptides and methods for testing the antimicrobial 
activity of an antimicrobia! polypeptide. 

To establish a prima facie case of obviousness, three basic criteria must be met. 
First, there must be some suggestion or motivation, either in the references themselves 
or in the knowledge generally available to one of ordinary skill in the art, to modify the 
reference or to combine reference teachings. Second, there must be a reasonable 
expectation of success. Finally, the prior art reference (or references when combined) 



6 



must teach or suggest ail the claim limitations. The teaching or suggestion to make the 
claimed combination and the reasonable expectation of success must both be found in 
the prior art, and not based on applicant's disclosure. In re Vaeck, 947 F.2d 488, 20 
USPG2d 1438 (Fed. Cir. 1991). 

Claim 1, as amended, requires, inter alia, introducing a polynucleotide sequence 
into one or more host ceils, wherein expression of said polynucleotide sequence is under 
control of an inducible promoter and wherein one or more of the one or more host cells 
are killed by the presence, synthesis and/or expression of the antimicrobial peptide 
encoded by the polynucleotide sequence. Similarly, claim 3 as amended requires, inter 
alia, one or more host ceils killed by the presence, synthesis and/or expression of the 
one or more antimicrobial polypeptides. 

As explained above, Stiles is deficient in that it fails to show the requisite host 
ceils that are killed by the presence, synthesis and/or expression of the antimicrobial 
peptide. Shafkani fails to correct the deficiency of Stiles in that Shafkani also does not 
(and was not offered by the Examiner) show the claimed host cells. Accordingly, one of 
ordinary skill in the art would not be motivated by Stiies and/or Shafkani (either alone or 
in combination) to modify either of the references to include host cells killed by the 
presence, synthesis and/or expression of the antimicrobial peptide. Accordingly, 
independent claims 1 and 3, and all claims that depend thereon {including rejected 
claims 2, 4-10, 16-19) are not obvious. Reconsideration is urged. 

V. Conclusion 

In view of the above, it is respectfully submitted that all claims are in condition for 
allowance. Early action to that end is respectfully requested. The Examiner is hereby 
invited to contact the undersigned by telephone if there are any questions concerning this 
amendment or application. 

Respectfully submitted, 

Date: March 6, 2007 Michael. W, Krenicky. Reg, #.4541 1/ 

Michael W. Krenicky, Reg. No. 45,41 1 
Novozymes North America, Inc. 
500 Fifth Avenue, Suite 1600 
New York, NY 10110 
(212)840-0097 
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